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DETAILED ACTION 
Response to Amendment 

The rejection of claim 6 under 35 U.S.C. 112, second paragraph is moot in view 
of applicants' amendment. 

Claims 1 and 3-6 are currently under prosecution. 

Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

2. Claims 1 and 3-4 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Merkel 6,331 ,585 B1 , for reasons of record. 

Merkel teaches a coating composition comprising a water-dispersible epoxy resin 
which is solid at 20 degrees C, wherein said epoxy resin does not comprise a reaction 
product of epichlorohydrin and either bisphenol A or bisphenol F, wherein the 
composition further comprises a water-dilutable epoxy resin hardener in the requisite 
amounts, per claim 1 . In addition, Merkel teaches a method of coating wherein this 
composition can be applied to a surface, such as fiber glass, per claims 3 and 4. See 
abstract and column 1 , lines 20-64 and claim 11. As to the water-dilutable epoxy resin 
curing agent, Merkel is silent as to the method of making his hardener. Nonetheless, he 
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teaches the usage of "WATERPOXY 751" which is the same curing agent that 
applicants disclose in their examples as being suitable. Accordingly, though not 
specifically stated, the examiner has reason to believe that the hardener disclosed by 
Merkel is formed in accordance with at least one of the claimed critical method steps for 
making said hardener. Therefore, it is the examiner's position that Merkel describes the 
claimed method and coated glass fiber within the meaning of 35 U.S.C. 102, and it is of 
no moment that Merkel does not exemplify such method and glass fiber per se. In re 
Sivaramakrishnan, 673 F.2d 1383, 1384-85, 213 USPQ 441 , 442 (CCPA 1982). The 
teachings of Merkel provide a description of the claimed method and coated glass fiber 
just as surely as if the reference exemplified such method and glass fiber. 

Therefore, the teachings of Merkel anticipate the invention as claimed in present 
claims 1 and 3-4. 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 1, 3-4 and 6 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Merkel 6,331 ,585 B1 , as applied above to claims 1 and 3-4, in view of Sulzbach et 
al, 6,395,806 B1 or 6,387,988 B1 or 6,387,989 B1 (Sulzbach). 

Merkel is as set forth previously but does not specifically teach the process steps 
for forming his hardener or the components therein. Sulzbach '806, '988, and '989 
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teaches hardeners for epoxy resins that act as a dispersant for epoxy resins in aqueous 
based compositions. Sulzbach '806 teaches a hardener that is obtained by the reaction 
components and intermediate processing steps that result in B1, (see abstract and 
column 2, lines 27-64), '988 teaches a hardener that is obtained by the reaction 
components and intermediate processing steps that result in B2 (see abstract and 
column 2, lines 28-58), and '989 teaches a hardener that is obtained by the reaction 
components and intermediate processing steps that result in B3 (see abstract and 
column 2, lines 28-63). It would have been obvious to one of ordinary skill in the art at 
the time the invention was made to modify the teachings of Merkel by using as the 
hardener a self-dispersible hardener taught by Sulzbach '806 or '988 or '989, to aid in 
the dispersing of the epoxy resin in aqueous based compositions. 

Therefore, the combined teachings of Merkel and Sulzbach '806 or '988 or '989 
would have rendered obvious the invention as claimed in present claims 1 , 3-4 and 6. 

Claim Rejections - 35 USC §112 

5. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

6. Claim 1 is rejected under 35 U.S.C. 112, first paragraph, because the 
specification, while being enabling for one or more polyhydroxy compounds wherein the 
equivalent ratio of ester groups in the intermediate compound Z4 to hydroxyl groups in 
the polyhydroxy compound (g) is adjusted to the requisite value, does not reasonably 
provide enablement for an equivalent ratio of the intermediate compound Z4 to hydroxyl 
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groups in the polyhydroxy compound (g) being adjusted to the requisite value. The 
specification does not enable any person skilled in the art to which it pertains, or with 
which it is most nearly connected, to make the invention commensurate in scope with 
these claims. More specifically, claim 1 as amended sets forth the "equivalent ratio of 
Z4". There is no support in the specification for an equivalent ratio of Z4 per se. 

7. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

8. Claims 1 and 5 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

In claim 1 , the language of "1 to 98 wt% of a water-dispersible epoxy resins" is 
indefinite because it is not clear whether this claim refers to a single epoxy resin or 
multiple resins. 

Claim 5 is indefinite for reasons previously stated. In particular, claim 5 is drawn 
to "a method of reinforcing synthetic fiber" and the claimed method step of "combining" 
is vague. The fact that a plethora of possible process steps can be embraced by the 
term "combining" demonstrates that the metes and bounds for which patent protection is 
being sought is not clear. 

No claims are allowed. 

Response to Arguments 

9. Applicant's arguments filed August 24, 2005 have been fully considered but they 
are not persuasive. 
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Conclusion 

10. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Each of the cited references are cumulative to the teachings of 
Sulzbach et al and all teach the claimed hardeners obtained by the claimed reactions. 

1 1 . Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing, date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jill M. Gray whose telephone number is 571-272-1524. 
The examiner can normally be reached on M-Th and alternate Fridays 10:30-7:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Rena Dye can be reached on 571-272-3186. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-21 7-91 97 (loll-free)7^\ 
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Primaiw Examiner 
ArOJnft 1774 



jmg 



